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DETAILED ACTION 

This action is in response to applicants amendments received on 21 December 2006. 
Corrections made to the drawings and claims are accepted. 

Response to Election Requirement Arguments 

1 . Applicant's arguments regarding the election requirement filed 21 December 
2006 have been fully considered but they are not persuasive. Although applicant points 
out the bone engaging portion and suture engaging portion in Figure 1 , applicant has 
still failed to show a suture protection portion on the bone engaging portion in Species I. 
This limitation is found on page 27 of the specification (paragraph 82), in which 
applicant refers to Figures 20-21 (see paragraph 81), or Species II (refer to previous 
office action). Therefore, claim 25 reads on Species II. Since claims 26-35 depend on 
claim 25, they also read on Species II. Accordingly, the requirement is still deemed 
proper and is therefore made FINAL. 

Specification 

2. The specification is objected to because of the following informalities: a 
typographical error on page 3 of the amendment. Replace "1346" with -134b-. 
Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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4. Claims 1-5, 9, and 39-40 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Huebner (Patent No. 5,868,789). Huebner discloses a suture anchor 
(Figures 1 and 6) comprising a single unit (14; surgical steel or a bio-absorbable 
compound, column 4, lines 25-27) having a bone engaging section (32) formed along 
an axis (dotted line), a bone engaging structure (thread 36) defining a maximum 
diameter (column 5, lines 2-4), a suture engaging section (46) spaced axially from the 
bone engaging section (32) and positioned within a boundary defined by the bone 
engaging section (outside the threaded portion), an eyelet (50; Figure 6 shows a 
selected portion of a suture passes through and extends generally along the axis), and 
a suture passage (portion through eyelet 50) substantially only through the suture 
engaging section (46). Figure 6 further shows the suture engaging section (46) is able 
to be substantially disposed below an exterior surface of a bony structure (1 14) after 
implantation. 

5. Claims 19, 20, 21, and 24 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Martello (Patent No. 6,168,598 B1). Martello discloses a suture anchor 
(Figure 1) comprising single material (column 2, lines 1-9) having an anatomical 
engaging section (threaded portion of shank 17) having an anatomical engaging portion 
(thread 18), a suture engaging portion (unthreaded portion of shank 17 and up) adapted 
to be substantially received with the selected anatomical portion (14; unthreaded portion 
of shank 17), a first suture eyelet (34), a second suture eyelet (32), and a suture holding 
passage (36). 
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Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

8. Claims 6, 7, 41 , and 42 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Huebner in view of Martello. Huebner discloses a device as 
described above, however, fails to disclose the eyelet is substantially exposed and 
accessible after implantation of the suture anchor. Martello discloses a suture anchor 
(Figure 1) comprising a first eyelet (34) defined by an opening on a proximal face of a 
suture engaging section (unthreaded portion of shank 17 and up, which has a horizontal 
axis and a vertical axis), a second eyelet (32), and a passage (36) interconnecting the 
first eyelet (34) and the second eyelet (32). Figure 4B shows an embodiment in which 
the passage (52) interconnecting a first eyelet (52u) and a second eyelet (52L) is 
substantially parallel with the bone-engaging axis (58). Martello teaches the eyelet on 
the proximal face of the suture-engaging surface is exposed and accessible after 
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implantation of the suture anchor (column 2, lines 11-15; see Figure 1). It would have 
been obvious to one of ordinary skill in the art at the time the invention was made in 
order to place the eyelet of Huebner on a proximal face of the suture engaging section 
as taught by Martello such that the eyelet is exposed and accessible after implantation 
of the suture anchor in order to facilitate the procedure by eliminating the need for a 
multiplicity of specialized tools to attach sutures (column 2, lines 12-22). 

9. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Huebner 
in view of Martello as applied to the claims above, and further in view of Borzone et al. 
(Patent No. 5,814,070). Huebner in view of Martello discloses a device as a described 
above, however, fails to disclose that the suture passage allows a suture to be passed 
to an exterior of the suture engaging portion at a point other than the first and second 
eyelets. Borzone et al. disclose a suture anchor (Figure 6) comprising a suture 
engaging section (36) and a bone engaging section (34). Borzone teaches a suture 
passage (38) that allows a suture to be passed exterior of the suture engaging section 
(column 4, lines 3-18). It would have been obvious to one of ordinary skill in the art at 
the time the invention was made to construct the suture passage of Huebner in view of 
Martello as taught by Borzone et al. in order to distribute the stress on the suture 
material over the diameter of the distal end (column 4, lines 1 1-1 3), thus minimizing the 
risk of breakage of the suture material. 

10. Claim 23 is rejected under 35 U.S.C. 103(a) as being unpatentable over Martello. 
In addition to the device described above, Martello teaches alternate embodiments in 
which the passages can be of different angles with respect to the anatomical engaging 
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axis. For example, Figure 4B shows the passage (52) that interconnects the first eyelet 
(52u) and second eyelet (52L) is substantially parallel with the bone-engaging axis (58) 
such that a suture is generally able to extend generally parallel along an axis (58) of the 
anatomical engaging section. It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to provide a passage that allows a suture to 
extend generally parallel along an axis of the anatomical engaging section as taught by 
Martello in order to facilitate a procedure that would require this particular angle of 
tissue attachment (column 1 , lines 32-34). 

1 1 . Claim 22 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over Martello 
in view of Borzone et al. Martello discloses a device as described above, however, fails 
to disclose the passage includes a first passage section and a second passage section 
formed at an angle relative to each other to have an angle of at least 90 degrees. 
Borzone et al. disclose a suture anchor (Figure 2) comprising a suture engaging section 
(16) and an anatomical engaging section (threaded portion). Borzone et al. teach the 
suture holding passage (20) includes a first passage and a second passage section 
formed at an angle relative to each other to have an exterior angle of at least 90 
degrees (U-shaped; column 3, lines 21-22). It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to construct the passage of 
Martello as taught by Borzone et al. in order to maximize the area of stress of the suture 
material along the U-shaped passage (20), thus minimizing the risk of breakage of the 
suture material (column 3, lines 30-37). 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Melanie Tyson whose telephone number is (571) 272- 
9062. The examiner can normally be reached on Monday through Friday 9:00 a.m. - 
5:30 p.m. EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anhtuan Nguyen can be reached on (571) 272-4963. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Melanie Tyson 
March 1,2007 
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